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TRADE MARKSRULES

(Made under section 91 of the Trade Marks Ordinance (  of 1998)
with the gpprova of the Financia Secretary)

PART |
PRELIMINARY

1 Commencement
These Rules shal come into operation on the day appointed for the commencement of
section 91 of the Trade Marks Ordinance ( of 1998).

2. I nter pretation
@ In these Rules, unless the context otherwise requires -

“Internationd Classification of Goods and Services’ ( ) means the International (Nice)
Classfication of Goods and Services for the purposes of the Registration of Marks, as
edtablished under the Agreement concerning the International Classification of Goods and
Services for the purposes of the Regidiration of Marks, concluded at the Nice Diplomatic
Conference on 15 June 1957, and revised at Stockholm in 1967 and at Genevain 1977; as
revised or amended from timeto time;

“oldlaw” () hasthe same meaning asin section 1(1) of Schedule 4 to the Ordinance (trangtiond
meatters);

“send’ () includesgive

“gpecification” () means the statement of the goods or services in respect of which atrade mark is
registered or proposed to be registered.

2 In these Rules, except where otherwise provided -

@ areference to a section is areference to that section in these Rules, and
(b) areference to a Schedule is areference to that Schedule in these Rules.

3 Any reference in these Rules to an gpplicable fee shall be congtrued as areference
to the fee or fees gpplicable in accordance with section 4 (requirement as to fees) and Schedule 1
(fees).

4 Unless the context otherwise requires, any reference in these Rules to thefiling of a
document, or to a document being filed or having been filed, shal be construed as areference to the
filing of the document with the Regidrar, or to it being or having been filed with the Regidrar, in
accordance with section 63 (filing of documents).

3. Formsand directions of Registrar

(s. 72 of Ordinance)

Q In these Rules, “ specified form” ( ), in relaion to any matter or
proceeding, means the relevant form specified by the Registrar in connection with that matter or
proceeding and published by notice in the officia journa under section 72 of the Ordinance (power
to require use of forms).

2 A requirement under these Rules to use a specified form is satisfied by the use of
ether -

@ areplica of the specified form; or
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(b) aform which is acceptable to the Registrar and contains the information
required by the specified form,
and which complies with any directions of the Registrar as to the use of the specified form.
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4. Requirement asto fees

(s. 88 of Ordinance)

@ The feesto be paid in relation to any matter or proceeding under the Ordinance are
those specified in Schedule 1 (fees).

2 The fees to be paid in repect of a matter or proceeding shall be paid at the time
specified in Schedule 1 (fees) in respect of that matter or proceeding.

3 Fees shdl be paid by such means and in such manner as the Regidirar directs.

4 Where afee has been paid in error or afeeis paid in excess of the amount specified
in Schedule 1 (fees), the Regigtrar shdl repay the amount paid in error or the excess amount
accordingly.

PART Il
APPLICATION FOR REGISTRATION

5. Application for registration

(s. 36 of Ordinance)

@ An application for the registration of atrade mark shal be filed on the specified
form.

2 An application for the regigtration of athree-dimensiona trade mark shdl not be
treated as such unless the gpplication contains a statement to that effect.

3 Where colour is clamed as an eement of atrade mark, it shal not be trested as
such unless the gpplication contains a statement to that effect and pecifies the colour.

4 An agpplication to register atrade mark which isaword shal be trested as an
goplication to regigter that word in the graphical form shown in the gpplication, unless the gpplicant
includes a statement that the application is for regigtration of the word without regard to its graphica
form.

(5) The Registrar may require the gpplicant to furnish representations of the trade mark
which are, in the Regidirar’ s opinion, suitable for publication.

6. Classification of goods and services

(s. 38 of Ordinance)

@ For the purposes of trade mark registrations in respect of goods dated before 1
January 1955, goods are classified in accordance with Schedule 2 (classification of goods), except
where a specification has been converted, whether under the old law or under section 40 (change of
classfication), to Schedule 3 (classification of goods and services).

2 For the purposes of -

@ trade mark registrations dated on or after 1 January 1955 in respect of
goods;
(b) trade mark registrations dated before 1 January 1955 in respect of which
the gpecifications were converted under the old law; and
(© trade mark regigtrations in respect of services,
goods and services are classfied in accordance with Schedule 3 (classfication of goods and
services), which sets out the current version of the classes of the Internationa Classification of
Goods and Services.
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7. Application may relate to morethan one class

and shall specify the class

(1)  Anapplication may be made for registration in more than one class of Schedule 3
(classfication of goods and services).

2 Every application shal specify the cdassin Schedule 3 (classfication of goods and
services) to which it relates.

3 If the application relates to more than one classin Schedule 3 (dassfication of
goods and services), the specification contained in it shal set out the classes in consecutive numerica
order and list under each class the goods or services appropriate to that class.

4 If the gpecification contained in the application ligts items by reference to aclassin
Schedule 3 (classfication of goods and services) in which they do not fal, the gpplicant may request,
by filing the specified form, that his gpplication be amended to include the gppropriate class for those
items, and upon the payment of the gpplicable fee the Regigtrar shall amend his application
accordingly.

8. Claim to priority

(s. 39 of Ordinance)

@ Where aright to priority is clamed under section 39 of the Ordinance (claim to
priority) by reason of an application for protection of atrade mark filed in, or in respect of, a Paris
Convention country or WTO member, particulars of that claim shdl be included in the application
for regigtration under section 5 of these Rules (gpplication for registration) and, where no certificate
asisrefeared to in subsection (2) isfiled with the application, such particulars shdl include the name
of each country, territory or areafor which aright of priority is clamed and the date or dates of
filing.

2 Unlessit has been filed a the time of the filing of the gpplication for regigtration,
there shdl be filed, within 3 months of thefiling of the gpplication under section 5 of these Rules
(application for regidration), a certificate by the registering or other competent authority of each
country, territory or areafor which aright of priority isdamed certifying, or verifying to the
satisfaction of the Regidtrar -

@ the date of the filing of the gpplication;

(b) the country, territory or area or the registering or competent authority;
(© the representation of the trade mark; and

(d) the goods or services covered by the gpplication.

PART Il
ADDRESS FOR SERVICE

0. Addressfor service
Q An address for service in Hong Kong shdl be filed on the specified form by -
@ every gpplicant for the registration of atrade mark;
(b) every person opposing an application for regigtration of atrade mark;
(© every person gpplying to the Registrar for -
() therevocation of the regigtration of atrade mark under section 50
of the Ordinance (revocation of registration);
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(i) adedaation of invaidity of the regigtration of atrade mark under
section 51 of the Ordinance (declaration of invaidity or
registration);

(i)  thevariation of the regitration of atrade mark under section 52 of
the Ordinance (variation of regigtration); or

(iv) therectification of an error or omisson in the register under
section 55 of the Ordinance (rectification or correction of
register);

(d) every person granted leave to intervene under section 30(11) of these Rules
(procedure on application for revocation, etc.); and

(e every owner of aregistered trade mark which isthe subject of an
gpplication to the Registrar referred to in paragraph ().

2 The address for service of an gpplicant for regigtration of atrade mark shall upon
registration of the trade mark be deemed to be the address for service of the registered owner,
subject to any filing to the contrary under subsection (1) or section 37(2) (request for change of
name or addressin regigter).

3 In any casein which an address for serviceisfiled a the same time asthefiling of a
form which requires the furnishing of an address for service, the address shdl befiled on that form,
and in any other caseit shal befiled on the specified form.

4 Anything sent to an gpplicant, opponent, intervener or registered owner a his
address for service shall be deemed to be properly sent.

(5) The Registrar may, where no address for service isfiled, treat asthe address for
service of the person concerned his trade or business address in Hong Kong, if any.

(6) An address for service in Hong Kong may be filed a any time by the owner of a
registered trade mark and by any person having an interest in or charge on aregistered trade mark
which has been registered under section 33 (entry in the register of particulars of registrable
transactions).

() Where an address for serviceis not filed as required by subsection (1), the Registrar
shall send the person concerned notice to file an address for service within 2 months of the date of
the notice and if that person failsto do so -

@ in the case of an applicant asis referred to in subsection (1)(a) or (c), the
gpplication shdl be treated as abandoned;

(b) in the case of a person asisreferred to in subsection (1)(b) or (d), he shall
be deemed to have withdrawn from the proceedings, and

(© in the case of the owner referred to in subsection (1)(€), he shdl not be
permitted to take part in any proceedings.

PART IV
DEFICIENCIES, PUBLICATION, OPPOSITIONS AND REGISTRATION
Deficienciesin application for registration

10. Deficienciesin application
(s. 36 of Ordinance)
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Where it gppears to the Regigtrar that an application for registration of atrade mark does
not satisfy the requirements of section 36 of the Ordinance (gpplication for regitration) or section 5
(application for regigration), 7(2) or (3) (application may relate to more than one class) of these
Rules, the Regigtrar shall send written notice thereof to the applicant to remedy the deficiencies and
if within 2 months of the date of the notice the applicant -
@ failsto remedy any deficiency notified to him in repect of section 36(2) of
the Ordinance, the application shal be deemed never to have been made; or
(b) falsto remedy any deficiency notified to him in respect of section 36(3), (4)
or (5) of the Ordinance or section 5, 7(2) or (3) of these Rules, the
Regigtrar shdl refuse to accept the application.

Publication of particularsof application

11 Publication of particulars

(s. 41 of Ordinance)

@ An application for regigtration of atrade mark which has been accepted by the
Registrar under section 40(5) of the Ordinance (examination of applications) shal be published by
the gpplicant in the officia journa in accordance with the Registrar’ s directions.

2 Where the gpplicant fails to comply with subsection (1) within 3 months from the
date on which the Registrar has accepted the gpplication, the Registrar may give notice to the
gpplicant requesting compliance with subsection (1) on such terms as the Registrar may specify in
the notice.

3) If within 1 month of the date of the notice the applicant fails to comply with
subsection (1) or any terms of compliance specified in the notice, the application shal be treated as
abandoned.

Opposition proceedings

12. Opposition proceedings

(s. 42 of Ordinance)

(@) Notice of opposition to the regisiration of atrade mark shall befiled in duplicate on
the specified form within 3 months of the date on which particulars of the gpplication for regidtration
are published under section 11 (publication of particulars), and shal include a statement of the
grounds of oppostion.

2 The Registrar shdl send acopy of the notice of opposition and statement to the
gpplicant.

3 Within 3 months of the date of receipt by the applicant of the copy of the notice of
opposition and statement, the gpplicant shal file in duplicate a counter-statement on the specified
form, setting out the grounds on which he relies as supporting his gpplication and the facts, if any,
dleged in the notice of opposition which he admits, and if he does not do so he shdl be deemed to
have abandoned his application.

4 The Regigtrar shall send a copy of the counter-statement to the person opposing the
application.

(5) Within 6 months of the date on which a copy of the counter-statement is received by
the person opposing the registration, that person shdl file such evidence by way of statutory
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declaration or affidavit as he may consider necessary to adduce in support of his oppostion; and he
shall send a copy of that evidence to the applicant.

(6) If the person opposing the registration files no evidence under subsection (5), he
shall be deemed to have abandoned his opposition unless the Registrar otherwise directs.

(7) If the person opposing the regigtration files evidence under subsection (5) or the
Regidtrar otherwise directs under subsection (6), the gpplicant shall, within 6 months of the date on
which ether a copy of the evidence or a copy of the direction is received by the gpplicant, file such
evidence by way of satutory declaration or affidavit as he may consider necessary to adducein
support of his application; and he shall send a copy of that evidence to the person opposing the
goplication.

(8)  Within 6 months of the date on which a copy of the applicant's evidence is received
by him, the person opposing the application may file evidence in reply by statutory declaration or
affidavit, which shdl be confined to maiters Strictly in reply to the gpplicant's evidence, and he shall
send a copy of that evidence to the applicant.

9 No further evidence may be filed, except that, in relation to any proceedings before
him, the Registrar may at any time if he thinksfit give leave to either party to file evidence on such
terms as he may think fit.

(10)  On completion of thefiling of evidence, the Regidtrar shdl, if a hearing is requested
by any party to the proceedings, send to the parties notice of a date for the hearing; within 7 days
from the date of receipt of the notice any party who intends to gppear shal give notice by filing the
gpecified form; and any party who does not do so may be treated as not desiring to be heard, and
the Registrar may act accordingly.

(1)  If acopy of any exhibits under a satutory declaration or affidavit filed under this
section cannot conveniently be sent, the origina of the exhibits shdl be filed with the Regidrar in
order that they may be open to ingpection by the other party.

(12) Theorigina of the exhibits referred to in subsection (11) shdl be produced at the
hearing unless the Regigtrar otherwise directs.

(13) A notice of opposition or counter-statement may be amended on such terms as the
Regigrar thinksfit.

13. Decision of Registrar in opposition proceedings

@ When the Regigtrar has made a decision on the acceptability of an gpplication for
registration following the procedure under section 12 (opposition proceedings), he shall send the
gpplicant and the person opposing the application written notice of it, stating the reasons for his
decison.

2 For the purpose of any gpped againgt the Regigtrar's decision, the date when notice
of the decision is sent under subsection (1) shall be taken to be the date of the decision.

Publication of registration

14. Publication of registration

(s. 45(2) of Ordinance)

On the regidration of atrade mark, the Registrar shal publish notice of the regidiration in the
officid journd, specifying the date on which particulars of the trade mark were entered in the
regiser.
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PART V
AMENDMENT OF APPLICATION FOR REGISTRATION

15. Amendment of application

(s. 44 of Ordinance)

A request pursuant to section 44 of the Ordinance (amendment of application) to amend an
gpplication for the regidtration of atrade mark shal be made on the specified form.
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16.  Amendment of application after publication

(s. 44 of Ordinance)

(@) This section gpplies where, pursuant to section 44 of the Ordinance (amendment of
gpplication), arequest is made for amendment of an application for registration of atrade mark
particulars of which have been published under section 11 of these Rules (publication of particulars).

2 If the amendment affects the representation of the trade mark, the gpplicant shall
publish the amendment or a statement of the effect of the amendment in the officid journal.

3 If the amendment affects the goods or services covered by the application, the
applicant shal publish the amendment or a statement of the effect of the amendment in the officia
journd if directed to do so by the Regidtrar.

4 The Registrar may at any time require the gpplicant to re-publish the amendment or
gtatement, in accordance with the Regigtrar’ s directions, if he is satisfied, having regard to the effect
of the proposed amendment, that it isjust to do so.

(5) Notice of opposition to the amendment shall be filed on the specified form within 1
month of the date on which the gpplication as amended, or the statement of its effect, is published
under this section, and shall include a statement of the grounds of opposition and, in particular,
explain how the amendment would be contrary to section 44 of the Ordinance (amendment of
goplication).

(6) The procedurein section 12(3) to (13) (opposition proceedings) of these Rules shall
apply to proceedings relating to the opposition to the amendment of the application as they apply to
proceedings relating to opposition to the registration of a trade mark.

PART VI

DIVISION, MERGER AND REGISTRATION
OF SERIES OF TRADE MARKS

17. Division of application

(s. 49 of Ordinance)

@ At any time after an gpplication for regigration of atrade mark has been assigned a
filing date under section 37 of the Ordinance (filing date) and before the regigration of the trade
mark, the gpplicant may file arequest on the specified form for adivison of his gpplication (the
“origina gpplication”) into 2 or more separate gpplications (“divisond applications’), each of which
claims the same protection under the Ordinance as the origind gpplication (for example, for
protection as a defensive mark), indicating for each divisiona application the specification of goods
Oor Services.

2 Each divisona application shdl be treated as a separate gpplication for registration
with the same filing date as the origina gpplication.

(3)  Wheretherequest for adivison isfiled after the origind gpplication is published
under section 11 (publication of particulars), any oppaosition to the origina application shdl be taken
to apply to each divisona application and shal proceed accordingly.

4 On divison of an origina application in respect of which notice has been received by
the Regidtrar of particulars reating to the grant of alicensee, or a security interest or any right in or
under it, the notice and the particulars shall be deemed to apply in rdation to each of the divisond
aoplications.



Page 10

18. Merger of separate applications

(s. 49 of Ordinance)

(1)  Anapplicant who has filed separate applications for registration of a trade mark,
each of which claims the same protection under the Ordinance, may at any time before any of those
applications has been published under section 11 of these Rules (publication of particulars), filea
request on the specified form to merge those gpplications into a single gpplication.

2 The Regigrar shal merge the gpplications which are the subject of the request into a
single goplication if heis satisfied that dl of the goplications -

@ are in respect of the same trade mark;

(b) claim the same protection under the Ordinance (for example, for protection
as adefensve mark);

(© bear the same date of gpplication; and

(d) are, a the time of the request, in the name of the same person.

19.  Merger of separate registrations

(s. 49 of Ordinance)

@ The owner of 2 or more registrations of atrade mark may file arequest on the
specified form to merge them into asingle regidration; and the Regigtrar shdl, if heis stisfied that
the regigtrations are in respect of the same trade mark, merge them into asingle registration.

2 Where any regigration of atrade mark to be merged under subsection (1) is subject
to adisclamer, limitation or condition, the merged registration shal be subject to the same
disclamer, limitation or condition.

3 Where any registration of atrade mark to be merged under subsection (1) has had
registered in relation to it particulars reating to the grant of alicence or a security interest or any right
in or under it, or of any memorandum or statement of the effect of a memorandum, the Registrar
shdl enter in the register the same particularsin relation to the merged regigtration.

(4)  Wherethe separate registrations bear different dates of regisiration, the date of
regidtration of the merged registration shall be the latest of those dates.

20. Registration of seriesof trade marks

(s. 49 of Ordinance)

@ The owner of a series of trade marks may apply to the Registrar on the specified
form for their registration as a series in asingle regidration and there shdl be included in such
gpplication a representation of each trade mark claimed to be in the series; and the Regigtrar shdll, if
satisfied that the trade marks congtitute a series, accept the application.

2 At any time before regidtration, the gpplicant under subsection (1) may file arequest
on the specified form for adivision of his application into separate gpplications in respect of one or
more of the trade marks in the series and the Regigtrar shdl, if heis satisfied that the divison
conforms with section 17 (division of application), divide the application accordingly.

3 At any time the applicant for regigtration of a series of trade marks or the owner of a
registered series of trade marks may request the deletion of atrade mark in that series, and the
Regidrar shdl delete it accordingly.

4 The divison of an gpplication into one or more gpplications under subsection (2)
shall be subject to the payment of the gpplicable fee.

5) The provisons of section 17(2) to (4) (divison of application) shdl apply to the
divison of an gpplication under subsection (2).
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PART VII
COLLECTIVE MARKS AND CERTIFICATION MARKS

21. Filing of regulationsfor collective marksand

certification marks

(&chs. 2 & 3 of Ordinance)

An gpplicant for regigtration of a collective mark or certification mark shal file acopy of the
regulations governing the use of the mark, together with the specified form, within 9 months of the
date of the application for regigtration.

22.  Amendment of regulations of collective marks

and certification marks

(Schs. 2 & 3 of Ordinance)

@ An application by the owner of aregistered collective mark or registered
certification mark for the amendment of the regulations governing the use of the mark shdl befiled
on the specified form.

2 Where it appears expedient to the Regidtrar that the amended regulations should be
meade available to the public he shdl publish anctice in the officid journa indicating where copies of
the amended regulations may be inspected.

3 Any person may, within 3 months of the date of publication of the notice, file notice
on the specified form of opposition to the amendment, which shdl be accompanied by a statement
of the grounds of opposition indicating why the amended regulations do not comply with the
requirements of sections 6(1) and (2) of Schedule 2 to the Ordinance or sections 7(1) and (2) of
Schedule 3 to the Ordinance, as the case may be.

4 The Registrar shdl send acopy of the notice of opposition and the statement to the
owner and thereafter the procedure in section 12(3) to (13) of these Rules (opposition proceedings)
shall apply to the proceedings as they apply to proceedings relating to opposition to an gpplication
for registration.

PART VIII
DISCLAIMERS, LIMITATIONS AND CONDITIONS

23. Registration subject to disclaimer,
limitation or condition
(s. 14(1) of Ordinance)
Where the applicant for registration of atrade mark or the owner of aregistered trade mark
by notice in writing filed with the Regidrar -
@ disclams any right to the exclusive use of any specified eement of the trade
mark; or
(b) agreesthat the rights conferred by the registration shal be subject to a
specified territorid or other limitation or condition,
the Regidrar shal make the gppropriate entry in the register and publish the disclaimer, limitation or
condition in the officid journd.
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PART IX
ALTERATION OR SURRENDER OF REGISTERED TRADE MARK

24.  Alteration of registered trade mark

(s. 53 of Ordinance)

@ The owner of aregistered trade mark may, by filing the specified form, request the
Regigtrar to make such dteration of the trade mark asis permitted under section 53 of the
Ordinance (alteration of registered trade mark).

2 The Regigtrar may require the applicant to file evidence by statutory declaration or
otherwise as to the circumstances in which the gpplication is made.

3 Where the Registrar proposesto dlow the dteration of the trade mark, he shal
publish the trade mark, as dtered, in the officid journd.

4 Any person claming to be affected by the dteration may within 3 months of the date
of publication under subsection (2) file a notice of opposition to the dteration on the specified form,
which shall be accompanied by a statement of the grounds of opposition.

(5) The Registrar shdl send acopy of the notice of opposition and the statement to the
owner and theresfter the procedure in section 12(3) to (13) of these Rules (opposition proceedings)
shall apply to the proceedings as they apply to proceedings relating to opposition to an application
for regigtration.

25. Surrender of registered trade mark

(s. 54 of Ordinance)

@ The owner of aregistered trade mark may surrender the registration of the trade
mark by filing anotice of surrender in the specified form.

2 A natice under subsection (1) shdl be of no effect unless the owner in that notice -

@ states that the registration isto be surrendered in respect of either -
() 4l of the goods or services for which the trade mark is registered,
or
(i)  those goods or services specified in the notice;
(b) gives the name and address of each other person having aregistered interest
in the trade mark; and
(© certifies, in respect of every such person, that the person -
()  hasbeen sent not less than 3 months' notice of the owner’s
intention to surrender the trade mark, or
(i)  isnot affected or, if affected, consents to the surrender.

3 The surrender takes effect on receipt by the Regigtrar of a notice which complies
with subsection (2).

4 A surrender of the regigtration of atrade mark has the same effect in respect of the
goods or sarvices for which the registration is surrendered as the registration of the trade mark
ceasing to have effect in respect of those goods or services.

(5) The Regigirar shall, on the surrender taking effect, make the gppropriate entry in the
register and publish notice of the surrender in the officid journd.
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PART X
RENEWAL AND RESTORATION

26. Renewal of registration

(s. 48(1) of Ordinance)

Renewa of the regidtration of atrade mark shdl be effected by filing a request for renewa
on the specified form at any time within the period of 6 months ending on the dete of the expiration
of the regigration.

27. Reminder of renewal of registration

(s. 48(2) of Ordinance)

@ Subject to subsection (2), at any time not earlier than 6 months nor later than 1
month before the expiration of the last regigtration of atrade mark, the Registrar shdl (except where
renewa has aready been effected under section 26 (renewa of registration) send to the registered
owner notice of the approaching expiraion and inform him at the same time that the regigtration may
be renewed in the manner described in section 26 (renewd of regidiration).

2 If it appearsto the Regigtrar that atrade mark may be registered under section 45 of
the Ordinance (registration) at any time within 6 months before or after the date on which the
renewa would be due (by reference to the date of application for registration), the Registrar shall be
taken to have complied with subsection (1) if he sends to the gpplicant notice thereof within 1 month
following the date of actud regigration.

28. Delayed renewal and removal of registration

(s. 48(3) & (5) of Ordinance)

@ Subject to subsection (2), if on the expiration of the last regidtration of atrade mark,
the applicable fee payable on renewd has not been paid, the Regisirar shall publish that fact in the
offidd journd; and if, within 6 months from the date of the expiration of the last regidtration, the
request for renewd is filed on the specified form and is accompanied by that fee and any other
gpplicable fee, the Regidrar shal renew the regitration without removing the trade mark from the
regiser.

2 Where atrade mark is due to be registered after the date on which it is due for
renewa (by reference to the date of application for registration), the request for renewa shal be
filed together with the gpplicable fee payable on renewa and any other gpplicable fee within 6
months after the date of actud registration.

3 Where the fees payable under subsection (1) or (2) are not paid within the period
gpecified in that subsection, the Registrar shdl, subject to section 29 (restoration of registration),
remove the trade mark from the register.

4 The Regigtrar shal publish anotice of the remova of the trade mark from the
regiger in the officid journd.

29. Restoration of registration

(s. 48(6) of Ordinance)

Q Where the Regigtrar has removed the regigtration of atrade mark from the register
in accordance with section 28(3) (delayed renewa and remova of regigtration), he may, on a
request filed on the specified form within 6 months of the date of the remova and accompanied by
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the applicable fee, restore the trade mark to the register and renew itsregistration if, having regard
to the circumstances of the fallure to renew, he is satisfied that it is just to do so.

2 The Regigtrar shal publish anotice of the restoration of the registration and of the
date of restoration in the officia journa.

PART XI
REVOCATION, INVALIDATION, VARIATION AND RECTIFICATION

30. Procedure on application for revocation (other

than on grounds of non-use), declaration of

invalidity, variation and rectification

(ss. 50, 51, 52 & 55 of Ordinance)

@ An application to the Registrar for -

@ the revocation of the registration of atrade mark under section 50(2)(b), (c)
or (d) of the Ordinance (revocetion of registration);
(b) adeclaration of invdidity of the regigtration of atrade mark under section 51
of the Ordinance (declaration of invaidity or registration);
(© the variation of the regigtration of atrade mark under section 52 of the
Ordinance (variation of registration); or
(d) the rectification of an error or omission in the register under section 55 of the
Ordinance (rectification or correction of register),
shdl befiled in duplicate on the specified form together with a tatement of the grounds on which the
gpplication is made.

2 Where any gpplication is made under subsection (1) by aperson other than the
owner of the registered trade mark, the Registrar shal send a copy of the application and statement
to the owner.

3 Within 3 months of the date of receipt by the owner of the copy of the application
and statement, the owner shdl file in duplicate a counter-statement on the specified form, which shall
include a statement of the grounds of opposition, and if he does not do so, he shall be deemed to
have abandoned his oppaosition unless the Registrar otherwise directs.

4 The Registrar shall send a copy of the counter-statement to the gpplicant.

5) Within 6 months of the date on which a copy of the counter-statement is received by
him, the gpplicant shdl file such evidence by way of statutory declaration or affidavit as he may
consder necessary to adduce in support of his gpplication; and he shal send a copy of that evidence
to the owner.

(6) If the applicant files no evidence under subsection (5), he shal be deemed to have
abandoned his application unless the Registrar otherwise directs.

) If the applicant files evidence under subsection (5) or the Registrar otherwise directs
under subsection (6), the owner may, within 6 months of the date on which ether a copy of the
evidence or acopy of the direction is received by him, file such evidence by way of statutory
declaration or affidavit as he may consder necessary to adduce in support of hisregidration; and he
shall send a copy of that evidence to the gpplicant.

(8 Within 6 months of the date on which a copy of the owner’s evidence is received by
him, the gpplicant may file evidence in reply by way of statutory declaration or affidavit, which shall
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be confined to matters drictly in reply to the owner’s evidence, and he shdl send a copy of that
evidence to the owner.

9 No further evidence may be filed, except that, in relation to any proceedings before
him, the Registrar may at any time if he thinksfit give leave to either party to file evidence on such
terms as he may think fit.

(10)  On completion of thefiling of evidence, the Regidtrar shdl, if a hearing is requested
by any party to the proceedings, send to the parties notice of a date for the hearing; within 7 days
from the date of receipt of the notice any party who intends to be heard shal give notice of his
intention in accordance with section 49 (hearings by Registrar); and any party who does not do so
may be treated as not wishing to be heard, and the Registrar may act accordingly.

(1)  Any person, other than the owner, claming to have an interest in proceedings on an
gpplication under this section may file an gpplication on the specified form for leave to intervene,
dating the nature of hisinterest, and the Registrar may, after hearing the parties concerned if S0
required, refuse such leave or grant leave on such terms or conditions (including any undertaking as
to costs) as he thinksfit.

(12)  Any person granted leave to intervene shall, subject to the terms and conditions
imposed in respect of the intervention, be treated as a party to the proceedings on an application
under this section.

(13) When the Regigtrar has made a decision on the gpplication following any
gpplication, intervention or proceedings held in accordance with this section, he shdl send the
owner, the gpplicant and the intervener (if any) written notice of it, Sating the reasons for his
decision; and for the purposes of any gpped againg the Registrar's decision the date when the
notice of the decison is sent shall be taken to be the date of the decision.

31 Procedure on application for revocation

on grounds of non-use

(s. 50(2)(a) of Ordinance)

@ An application to the Regigtrar for the revocation of the regigration of atrade mark
under section 50(2)(a) of the Ordinance (revocation of registration) shdl be filed in duplicate on the
specified form together with a statement of the grounds on which the application is made.

2 The Registrar shal send a copy of the gpplication and statement to the owner.

3 Within 3 months of the date of receipt by the owner of the copy of the application
and statement, the owner shdl file in duplicate a counter-statement on the specified form, which shall
include a statement of the grounds of opposition, and if he does not do so he shdl be deemed to
have abandoned his opposition unless the Registrar otherwise directs.

4 The Registrar shall send a copy of the counter-statement to the gpplicant.

5) Within 6 months of the date of receipt by the owner of the copy of the application
and gtatement, the owner shdl file evidence of use by him of the trade mark in relaion to the goods
or services for which it is registered and such further evidence as he may consder necessary to
adduce in support of hisregigtration; and he shal send a copy of that evidence to the applicant.

(6) If the owner fallsto file such evidence of use under subsection (5), or to providein
the counter-statement reasons for non-use, he shall be deemed to have abandoned his opposition
unless the Regigtrar otherwise directs.

) Within 6 months of the date on which a copy of the owner’s evidence is received by
him, the gpplicant may file such evidence by way of statutory declaration or affidavit as he may
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consder necessary to adduce in support of his gpplication; and he shal send a copy of that evidence
to the owner.

8 Within 6 months of the date on which a copy of the applicant’s evidenceis recelved
by him, the owner may file evidence in reply by statutory declaration or affidavit which shdl be
confined to matters gtrictly in reply to the applicant 's evidence, and he shall send a copy of that
evidence to the applicant.

9 No further evidence may be filed, except that, in relaion to any proceedings before
him, the Registrar may at any time if he thinksfit give leave to either party to file evidence on such
terms as he may think fit.

(10)  Theprovisons of sections 30(10) to (13) (procedure on application for revocation
other than on grounds of non-use, etc.) apply to proceedings under this section asthey apply to
proceedings under section 30.

PART XII
THE REGISTER

32. Entry in register of particularsof registered

trade marks

(s. 45(1) of Ordinance)

The Regidrar shdl regigter atrade mark under section 45(1) of the Ordinance (registration)
by entering the following particulars in the register-

@ the date of registration as determined in accordance with section 46 of the
Ordinance (date of regigtration), thet isto say, thefiling date of the
application for regidration);

(b) the actual date of regigration, that is to say, the dete of the entry in the
register of the particulars required to be entered under this section;

(© the date of priority (if any) to be accorded pursuant to aclam to aright to
priority made under section 39 of the Ordinance (claim to priority);

(d) the name and address of the owner;

(e the address for service (if any) as furnished or filed pursuant to section 9 of
these Rules (address for service);

® any disclamer, limitation or condition under section 14(1)(a) or (b) of the
Ordinance (disclamer or limitation of rights);

(9 any memorandum or statement of the effect of any memorandum rdating to
atrade mark of which the Registrar has been natified on the specified form;

(h) the goods or services in respect of which the trade mark is registered:

() where the trade mark is a defensive trade mark, a collective mark or a
certification mark, that fact; and

()] where the trade mark is registered pursuant to section 11(8) of the
Ordinance (relative grounds for refusd of registration) with the consent of
the owner of an earlier trade mark or other earlier right, that fact.

33. Entry in theregister of particulars of
registrable transactions
(s. 27 of Ordinance)
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(@) On application made to the Registrar by such person asis mentioned in section
27(1)(a) or (b) of the Ordinance (registration of transactions affecting registered trade mark), there
shal be entered in the register the following particulars of registrable transactions, that isto say -

@ in the case of an assgnment of aregistered trade mark or any right in it-
()  thename and address of the assignee;
(i)  thedate of the assgnment; and
(i)  wherethe assgnment isin respect of any right in the trade mark, a
description of the right assigned,;
(b) in the case of the grant of alicence under aregistered trade mark -
()  thename and address of the licensee;
(i)  wherethelicenceisan exclusve licensee, that fact;
(i)  wherethelicenseeislimited, a description of the limitation; and
(iv)  theduration of the licensee if the sameisor is ascertainable asa
definite period;
(© in the case of the grant of any security interest over aregistered trade mark
or any right in or under it -
()  thename and address of the grantee;
(i)  thenature of the interest (whether fixed or floaing); and
(i)  the extent of the security and the right in or under the trade mark
secured;
(d) in the case of the making by persond representatives of an assent in reation
to aregistered trade mark or any right in or under it -
()  thename and address of the person in whom the trade mark or
any right in or under it vests by virtue of the assent; and
(i)  thedate of the assent; and
(e in the case of a court or other competent authority transferring a registered
trade mark or any right in or under it -
() thenameand address of the transferee;
(i)  thedate of the order; and
(i)  wherethetrandfer isin respect of aright in the mark, a description
of theright trandferred.

2 In each case, there shdl be entered in the register the date on which the entry is

made.

34.  Application to register or give notice

of transaction

(ss. 27 & 29(3) of Ordinance)

Q Subject to subsections (2) and (3), an application to register particulars of a
transaction to which section 27 of the Ordinance (registration of transactions affecting registered
trade mark) applies, or to give notice to the Registrar of particulars of a transaction to which section
29(3) of the Ordinance (application for registration of atrade mark as an object of property)
gpplies, shdl be made on the specified form.

2 Where the transaction is an assgnment, the gpplication shal be sgned by or on
behdf of the parties to the assgnment, or be accompanied by such documentary evidence as
suffices to establish the assgnment.

3 Where the transaction relates to -
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@ agrant of alicence,

(© an amendment to, or termination of, alicence; or

(d) the grant, amendment or termination of any security interes,
the gpplication shdl be sgned by or on behaf of the grantor of the licence or security interest; or be
accompanied by such documentary evidence as suffices to establish the transaction.

4 Where an application is made to give notice to the Regidtrar of particulars relating to

an gpplication for registration of atrade mark, upon registration of the trade mark, the Registrar shall
enter those particularsin the register.
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35. Public ingpection of register
(s. 66(1) of Ordinance)

@ The register shal be open for public ingpection at the Registry during the hours of
business of the Registry as published in accordance with section 64 (directions on hours of
business).

2 Where any portion of the register is kept otherwise than in documentary form, the
right to ingpection is aright to ingpect the materia on the register.

36.  Supply of certified copies, etc.

(s. 67(3) of Ordinance)

The Regigtrar shdl, on gpplication by any person made on the specified form and on
payment of the applicable fee, supply the person making the gpplication with a certified copy or
extract or uncertified copy or extract of any entry in the register.

37.  Request for change of name or address

inregister

(s. 55(5) of Ordinance)

@ The Regigtrar shdll, on arequest made on the specified form by the owner of a
registered trade mark or alicensee or any person having an interest in or charge on aregistered
trade mark which has been registered under section 33 (entry in the register of particulars of
registrable transactions), enter any change in his name or address as recorded in the register.

2 The Regigrar may at any time, on request made on the specified form by any person
who has furnished or filed an address for service under section 9 (address for service) whichis
recorded in the register, change that address for service.

38. Procedure where Registrar proposesto correct

entry in register

(s. 55(6) of Ordinance)

(1)  Wherethe Registrar proposes to correct any error made by him in any entry in the
register under section 55(6) of the Ordinance (rectification or correction of the register), he shall
send written notice of the proposed correction to any person who appears to him to be concerned.

2 Any person to whom notice is sent under subsection (1) may, within 3 months of the
date of the notice, make written objections to the proposed correction, sating the grounds of his
objections.

3) If no written objections are received within the 3-month period, the Registirar may
proceed to make the proposed correction in the register.

4 Where any person to whom notice is sent under subsection (1) makes written
objections within the 3-month period, the Registrar shal consider objections and either abandon the
proposa (if heis satisfied that the objections have merit) or correct the entry as proposed (if heis
satisfied that the objections are without merit).

39. Removal of matter from register

(s. 55(7) of Ordinance)

Q Where it appearsto the Regidtrar that any matter in the register has ceased to have
effect, before removing it from the register -
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@ he may, where he considers it gppropriate, publish notice of hisintention to
remove that matter in the officid journd; and

(b) he shdl, where any person appears to him to be affected by the removd,
send notice of hisintention to that person.

(20  Wherethe Regidrar publishes notice of hisintention to remove a maiter from the
register, any person may, within 3 months of the date of publication, file a notice of oppodtion on the
Specified form, which shal be accompanied by a statement of the grounds of opposition.

3 Where the Regigtrar sends any person notice of his intention to remove a matter
from the regigter, that person may, within 3 months of the date of the notice is sent, file in writing -

@ his objections to the removd, if any; or
(b) areguest to have his objections heard ordly.

4 Where such opposition or objections are made, section 49 (hearings by Registrar)
shdl gpply.

(5) If the Regidrar is satisfied, after consdering any opposition and objections, that the
matter has not ceased to have effect, he shal not remove it from the register.

(6) If no notice of opposition is filed under subsection (2) and no objections are made
under subsection (3), or where any opposition and objections have been determined, the Registrar
may, if heis satisfied that the matter or any part of it has ceased to have effect, remove the matter or
that part of it from the register.

PART XIiI
CHANGE OF CLASSIFICATION

40. Change of classification

(s. 56 of Ordinance)

@ Subject to section 56(5) of the Ordinance (adaptation of entries in register to new
classfication), the Registrar may -

@ in order to reclassfy the specification of aregistered trade mark founded on
Schedule 2 (classification of goods) to one founded on Schedule 3
(classification of goods and services), or
(b) conseguent upon an amendment of the Internationa Classfication of Goods
and Services referred to in section 6(2) (classification of goods and
services),
make such amendments to entries on the register as he considers necessary for the purposes of
reclassfying the specification of the registered trade mark.

2 Before making any amendment to the register under subsection (1), the Registrar
shdl give the owner of the trade mark written notice of his proposals for anendment and shdl at the
same time advise him thet -

@ he may make written objections to the proposa's, within 3 months of the
date of the notice, Sating the grounds of his objections; and

(b) if no written objections are received within the period specified, the
Regigrar will publish the proposalsin the officid journa and he will not be
entitled to make any objections thereto upon such publication.

3 If the owner makes no written objections within the period specified in subsection
(2)(a) or a any time before the expiration of that period gives the Registrar written notice of his
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intention not to make any objections, the Regisirar shall as soon as practicable after the expiration of
that period or upon receipt of the notice publish the proposasin the officia journal.

4 Where the owner makes written objections within the period specified in subsection
(2)(a), the Regidtrar shdll, as soon as practicable after he has congdered the objections, publish the
proposals or, where he has amended the proposals, publish the proposals, as amended, in the
officd journd.

41.  Oppostion to proposals

(s. 56 of Ordinance)

@ Notice of any oppodtion shdl befiled on the specified form within 3 months of the
date of publication of the proposals under section 40 (change of classification), and there shdl be
gtated in the notice the grounds of opposition and, in particular, how the proposed amendments
would be contrary to section 56(5) of the Ordinance (adaptation of entriesin register to new
classfication).

2 The Regigtrar may require or admit evidence directed to the questionsin issue and, if
S0 requested by any person opposing the proposal, give that person the opportunity to be heard
thereon before deciding the matter.

3 If no notice of opposition under subsection (1) isfiled within the time specified, or
where any opposition has been determined, the Registrar shal make the amendments as proposed
and shdl enter in the register the date on which they were made.

PART XIV

INSPECTION OF DOCUMENTS, REQUESTS FOR INFORMATION
AND CONFIDENTIALITY

42.  Inspection of documents

@ Subject to subsections (2) and (3), the Regigtrar shdl permit al documents filed or
kept at the Registry in relation to aregistered trade mark or, where an gpplication for the registration
of atrade mark has been published, in relation to that gpplication, to be ingpected.

2 The Regigtrar shal not be obliged to permit the ingpection of any such document as
is mentioned in subsection (1) until he has completed any procedure, or the stage in the procedure
which is rdevant to the document in question, which he is required or permitted to carry out under
the Ordinance or these Rules.

3 The right of inspection under subsection (1) does not apply to -

@ any document until 14 days after it has been filed at the Regidtry;

(b) any document prepared in the Registry solely for usein the Regidtry;

(© any document sent to the Registry, whether at its request or otherwise, for
ingpection and subsequent return to the sender;

(d) any request for information under section 43 (request for information);

(e any document issued by the Registry which the Registrar considers should
be trested as confidentid; or

® any document in respect of which the Regisirar issues directions under
section 45 (confidential documents) that it be trested as confidentid.

4 Nothing in subsection (1) shal be construed as imposing on the Regigtrar any duty
of making available for public ingpection -
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@ any document or part of a document which in his opinion disparages any
person in away likely to damage him; or

(b) any document filed with or sent to the Regisiry before the day on which
these Rules came into operation.

43. Request for information

(s. 73(2) of Ordinance)

A request for information under section 73(1) of the Ordinance (information about
gpplications and registered trade marks) shal be made on the specified form.

44, I nformation available befor e publication

(s. 73(3) of Ordinance)

Before publication of particulars of an gpplication for registration of a trade mark, the
Regigrar shal make available for ingpection by the public the application and any amendments made
to it and any particulars contained in a notice given to the Registrar under section 34 (application to
register or give naotice of transaction).

45.  Confidential documents

@ Where a document other than a specified form isfiled at the Registry and the person
filing it requedts, a the time of filing or within 14 days of thefiling, that it or a specified part of it be
treated as confidentia, giving his reasons, the Registrar may direct that it or part of it, as the case
may be, be treated as confidential, and the document shall not be open to public ingpection while the
matter is being determined by the Regidirar.

2 Where such direction has been given and not withdrawn, nothing in this section shdl
be taken to authorise or require any person to be alowed to inspect the document or part of it to
which the direction relates except by leave of the Regidrar.

3 The Regigrar shdl not withdraw any direction given under this section without prior
consultation with the person at whose request the direction was given, unless the Regidtrar is
satisfied that such prior consultation is not reasonably practical.

4 The Regigtrar may, where he consders that any document issued by the Registry
should be treated as confidentid, so direct, and upon such direction that document shall not be open
to public ingpection except by leave of the Regidtrar.

5) Where adirection is given under this section for a document to be treated as
confidentid arecord of the fact shdl be filed with the document.

PART XV
AGENTS

46. Proof of authorisation of agent may berequired

(s. 87 of Ordinance)

Q Where a person has been authorised to act as an agent in accordance with section
87 of the Ordinance (recognition of agents), the Regisirar may in any particular case require the
persona signature or presence of the agent or the person authorising him to act as agent.

2 Where after a person has become a party to proceedings before the Registrar, he
gppoints an agent for the firgt time or gppoints one agent in subdtitution for another, the newly
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appointed agent shall file the specified form, and any act required or authorised by the Ordinance or
these Rulesin connection with the regigtration of atrade mark or any procedure relating to atrade
mark may not be done by or to the newly gppointed agent until on or after the date on which hefiles
that form.

3) The Regigtrar may by notice in writing sent to an agent require him to produce
evidence of his authority.

47. Registrar may refuse to deal with certain agents
(s. 87(2) of Ordinance)
The Registrar may refuse to recognise as agent in repect of any business under the
Ordinance or these Rules -
@ a person who has been convicted of acrimind offence;
(b) a person whaose name has been struck off the roll of barristers or roll of
solicitors kept under and in accordance with the Legal Practitioners
Ordinance (Cap. 159) or any person who has been suspended from acting
as an attorney or a solicitor; or
(© apartnership or body corporate of which one of the partners or directorsis
a person whom the Registrar could refuse to recognise as an agent under

paragraph (&) or (b).

48.  Signature of documents by partner ships,

cor por ations, etc.

@ A document signed for or on behdf of afirm shal be sgned by its partners, by any
partner sating that he signs on behdf of the firm or by any other person who satisfies the Registrar
that he is authorized to Sgn the document.

2 A document signed for or on behdf of a body corporate shal be sgned by a
director or the secretary or other principa officer of the body corporate or by any other person who
satiies the Regidrar that heis authorized to Sign the document.

3 A document signed for or on behdf of an unincorporated body or association of
persons other than afirm may be signed by a director, manager, secretary or other smilar officer of
that body or association, or by any person who satisfies the Regigtrar that heis authorized to sign the
document.

PART XVI
HEARINGS BEFORE REGISTRAR

49. Hearings before Registrar

@ Without prejudice to any provisons of the Ordinance or these Rules requiring the
Regigtrar to hear any party to proceedings under the Ordinance or these Rules, or to give such party
an opportunity to be heard, the Registrar shall, before exercising adversaly to that party any
discretion vested in him under the Ordinance or these Rules, give that party an opportunity to be
heard.

2 The Regigrar shal give thet party at least 14 days notice of the time when he may
be heard unless that party consents to shorter notice.
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3 If the party intends to be heard, he shdl give natice of hisintention by filing the
specified form and paying the applicable fee.

4 A party may attend a hearing in person or by such means asthe Regigtrar dlows.

(5) A party may make representations in writing before or during a hearing.

(6) The Registrar may adjourn a hearing by notifying each party to the hearing
accordingly.

) Subject to these Rules, the Registrar may give any direction that is reasonably
necessary for the conduct of the hearing.
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50. Registrar not required to hold hearings
in certain cases
@ The Regigtrar is not required to proceed to hear a matter if -
@ the Regidtrar reasonably believes that no party wishesto be heard; or
(b) a least one of the following circumstances gpplies in relation to each party
notified of the hearing under section 49(2) (hearings by Regigtrar) -
() the party has not indicated to the Registrar that he wishesto be
heard;
(i)  the party hasinformed the Registrar that he does not wish to be
heard; or
(i)  the party does not attend the hearing.
2 The Registrar may decide a matter referred to in subsection (1) -
@ without a hearing; and
(b) by reference to relevant information concerning the metter that is held in the

Regidry.

51. Hearings before Registrar to be public

The hearing before the Regigtrar of any dispute between 2 or more parties relating to any
matter in connection with an application for registration of atrade mark or aregistered trade mark
shdl be held in public unless the Regidrar, after consultation with those parties who appear in person
or are represented at the hearing, otherwise directs.

52.  Language of hearings
@ Any party in ahearing before the Regidtrar, or any witness or expert caled to give
evidence by such party, may use alanguage other than the language of the proceedings on condition
that, at least 10 days before the date laid down for the hearing, the party gives to the Registrar and
to the other parties notice of hisintention to use, or to call awitness or expert who intends to use, a
language other than the language of the proceedings.
2 The Regidtrar -
@ may require a party who gives notice under subsection (1) to make
provision for interpretation into the language of the proceedings, and
(b) may authorize interpretation into one of the officid languages and may give
directions as to who should bear the expenses thereof.

PART XVII

EVIDENCE, SECURITY FOR COSTS, TAXATION OF COSTS
AND DECISION OF REGISTRAR

53. Evidencein proceedings before Registrar

@ Where under the Ordinance or these Rules evidence may be admitted by the
Regigrar in any proceedings before him, it shal be done by the filing of a statutory declaration or
affidavit.

2 The Regigtrar may in any particular case take ora evidence in lieu of or in addition
to such evidence and shal, unless he otherwise directs, alow any witness to be cross-examined on
his statutory declaration, affidavit or ord evidence.
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54.  Statutory declarations and affidavits

@ Any datutory declaration or affidavit required by the Ordinance or these Rules, or
used in any proceedings, shall be made and subscribed as follows -

@ in Hong Kong, before any commissioner, notary, or other person authorized
by the law of Hong Kong to administer an oath for the purpose of any lega
proceeding; and

(b) in any place outsde Hong Kong, before any court, judge, justice of the
peace, notary, notary public, officer or other person authorized by law to
administer an oath or to exercise notarid functionsin that place for the
purpose of any lega proceeding.

2 A person Sgning a declaration by virtue of the provisons of section 48 (sgnature of
documents by partnerships, corporations, etc.) shal state thereon the capacity in which he makes
the declaration.

3 Any document purporting to have affixed, impressed or subscribed thereto or
thereon the sedl or Sgnature of any person authorised by subsection (1) to take a declaration or
affidavit may be admitted by the Registrar without proof of the genuineness of the sedl or sSgnature,
or of the officid character of the person or his authority to take the declaration or affidavit.

55. Registrar’s power to require documents,

information or evidence

At any stage of any proceedings before the Regigtrar, he may direct that such documents,
information or evidence as he may reasonably require shal be filed within such period as he may

Specify.

56.  Security for costs

@ If aparty in any proceedings before the Registrar who neither resides nor carries on

businessin Hong Kong -
@ files anotice of opposition under section 12 of the Rules (opposition
proceedings); or
(b) appliesto the registrar under sections 50 (revocation of regigration), 51
(declaration of invalidity or regigtration), 52 (variation of regigtration) or 55
of the Ordinance (rectification or correction of register),
the Registrar may require him to give security for the costs in such form and in such amount as the
Regigrar condders sufficient.

2 If the Registrar requires security to be given by any party in respect of an
gpplication, request or notice of oppostion filed by him and the party failsto give such security as
required, the Registrar may trest the application, request or notice of opposition as abandoned or
withdrawn.

3 The Registrar may a any stage in the proceedings require further security to be
given a any time before giving his decison in the case.

4 This section iswithout prejudice to the Registrar’ s power under section 30(11)
(procedure on application for revocation other than on grounds of non-use, €tc.) to require an
undertaking as to costs.
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57.  Taxation of costs
The Regigtrar shal have the power to tax any costs awarded by him under the section 86 of
the Ordinance (costs of proceedings before the Registrar).

58. Decision of Registrar

@ When, in any proceedings before him, the Regigtrar has made a decision, he shdll
send written notice of it to each party to the proceedings.

2 Subject to subsection (3), for the purpose of any apped againgt a decison made by
the Regidtrar, the date on which the notice is sent under subsection (1) shall be taken to be the date
of the decison.

3 Where a satement of the reasons for the decison is not included in the notice sent
under subsection (1), any party may, within 1 month of the date on which the notice was sent to him,
request the Registrar on the specified form to send him a statement of the reasons for the decision
and upon such request the Regigtrar shal send such a statement; and the date on which that
Statement is sent shall be deemed to be the date of the Registrar's decision for the purpose of any

gpped againg it.
PART XVIII

CORRECTION OF ERRORS, IRREGULARITIES, CALCULATION
AND EXTENSION OF TIME

59.  Correction of irregularities of procedure

Subject to section 62 (dteration of time limits), any error in any document or any irregularity
in procedurein or before the Registry or the Registrar may be rectified, on such terms as he may
direct.

60. Amendmentsand irregularities

Any document filed in any proceedings before the Registrar and any drawing or other
representation of atrade mark may, if the Registrar thinks fit, be amended, and any irregularity in
procedure in or before the Registry may be rectified, on such terms as the Registrar may direct.

61.  Calculation of timesand periods

@ Where, on any day, there is an event or circumstances causing an interruption in the
norma operation of the Regidry, the Registrar may notify the day as being one on which thereis an
“interruption” and, where any period of time specified in the Ordinance or these Rules for the giving,
meaking or filing of any notice, gpplication or other document expires on aday so notified the period
shdl be extended to the first day next following (not being an excluded day) which is not so notified.

2 Any natification of the Registrar given pursuant to this section shdl be posted in the
Regidry.

3 In this section, “excluded day” ( ) means aday which is not a business day of
the Registry under the Registrar’ s direction pursuant to section 89 of the Ordinance (hours of
business and business days), as published in accordance with section 64 of these Rules (directions
on hours of business).

62. Alteration of timelimits
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@ Subject to subsection (2), any time or period -

@ prescribed by these Rules, other than atime or period prescribed by the
sections mentioned in subsection (5), or

(b) specified by the Registrar for doing any act or taking any proceedings,

may, at the written request of the person or party concerned, be extended by the Registrar as he
thinks fit and upon such terms as he may direct.

2 Where arequest for the extension of atime or periods prescribed by these Rulesis
filed after particulars of the application have been published under section 11 (publication of
particulars), the request shdl be made on the specified form.

3 In any other case, the request shal be made on the specified form if the Registrar so
directs.

4 Where arequest for the extension of atime or periods prescribed by these Rulesis
sought in respect of atime or periods prescribed by sections 12 (opposition proceedings), 16
(amendment of gpplication after publication), 22 (amendment of regulations of collective marks and
certification marks), 24 (ateration of registered trade mark), 30 or 31 (procedure on application for
revocation, etc.) the party seeking the extension shall send a copy of the request to every other party
to the proceedings.

(5) The sections excepted from subsection (1) are -

@ section 9(7) (falureto file address for service);

(b) section 10 (deficiencies in gpplication);

(© section 12(1) (time for filing oppogtion);

(d) section 12(3) (time for filing counter-statement);

(e section 22(3) (time for filing oppogtion);

® section 24(4) (time for filing opposition);

(9 section 28 (delayed renewd);

(h) section 29 (restoration of registration);

) section 39(2) (time for filing opposition);

()] section 41 (time for filing opposition); and

(k) section 71(4) (timefor filing notice of withdrawd).

(6) A request for extenson under subsection (1) may be made before or after the time
or period in question has expired.

() Where -

@ the period within which any party to any proceedings before the Registrar
may file evidence under these Rules isto begin on the expiry of any period
during which any other party may file evidence; and

(b) the other party notifies the Registrar that he does not wish to file any, or any
further, evidence,

the Regigtrar may direct that the period within which the party mentioned in paragraph (a) may file
evidence shdl begin on such date as may be specified in the direction and shdl notify dl partiesto
the dispute of that date.

(8 Notwithstanding subsections (1) to (7), in the case of an irregularity or prospective
irregularity in procedure in or before the Registry or the Registrar -

@ which conggs of afailure to comply with any limitation asto times or
periods specified in the Ordinance or these Rules and which has occurred or
appearsto the Regidrar as likely to occur in the absence of adirection
under this section; and
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(b) which is attributable whally or in part to an error, default or omisson on the
part of the Regidtry or the Registrar and which it appears to him should be
rectified,

the Registrar may direct that the time or period in question shdl be dtered in such manner as he may
Specify.
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PART XIX

FILING OF DOCUMENTS, HOURS OF BUSINESS
AND TRANSLATIONS

63. Filing of documents

(1)  Any application, notice, form, evidence or other document required or authorized to
be filed with the Regigtrar under the Ordinance or by these Rules must be filed by hand during the
normal business hours of the Registry or by post.

2 Filing by hand shall, unless the contrary is proved, be deemed to be effected a such
time as the document is received a the Regisiry during the normal business hours of the Regitry.

3 Filing by post shal be deemed to be effected by properly addressing, preparing and
posting aletter containing the document, and, unless the contrary is proved, shal be deemed to have
been received at the time at which the letter, properly addressed and the postage thereon prepaid,
would be ddlivered in the ordinary course of post.

4 The Regigrar may at his discretion permit, as an dternative to the filing by hand or
by pog, the filing of a document by e ectronic means subject to such terms or conditions as he may
specify either generdly by notice published in the officid journd or in any particular case by written
notice to the person desiring to file the document by such means,

64.  Directionson hoursof business

(s. 89 of Ordinance)

Any directions given by the Registrar under section 89 of the Ordinance (hours of business
and business days) pecifying the hours of business of the Registry and business days of the Registry
shdl be pogted in the Registry and published in the officid journd.

65.  Trandations of documents, etc.

@ Except as expressy provided in these Rules, where any document or part of a
document which is not in one of the officid languagesisfiled at the Regisiry or sent to the Regidiry in
pursuance of the Ordinance or these Rules, it shdl be accompanied by atrandation into the language
of the proceedings and such trandation must be verified to the stisfaction of the Registrar as
corresponding to the original text.

2 The Registrar may, in repect of any document to be used for the purposes of
evidence in proceedings before the Registrar and which isin alanguage other than the language of
the proceedings, give directions asto -

@ the filing of the document in that other language;
(b) the filing of atrandation of the document into the language of the
proceedings.

3 Where a person is required by the Ordinance or these Rules to furnish hisname on
any gpplication, request, form or other document and his name is not in the Roman dphabet, the
document shdl contain atranditeration of the name in the Roman aphabet.

4 In any application for regidration of atrade mark -

@ where the trade mark consists of or contains aword in characters other than
Roman, there shal, unless the Registrar otherwise directs, be endorsed on
the application a sufficient tranditeration and trandation to the satisfaction of
the Registrar of that word, and every such endorsement shdl state the
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language to which that word belongs and shal be signed by the applicant or
his agent; and
(b)  wherethe trade mark consists of or contains aword in alanguage other than
English or Chinese, the Registrar may request an exact trandation of that
word together with the name of the language, and such trandation and name,
if he so requires, shdl be endorsed and signed by the gpplicant or his agent.
(5) The Regigtrar may, in respect of any information required to be supplied by any
person in connection with any proceedings before the Regigtrar, require the person to supply the
information in one or both of the officia languages on such terms as the Regigtrar thinksfits.
(6) The Regigtrar may specify periods within which trandations of documents are to be
provided by a party to proceedings before the Registrar, and he may provide for extensons of such
periods on request by that party pursuant to section 62 (dteration of time limits).

PART XX
MISCELLANEOUS

66. Publication and sale of documents
The Registrar may arrange for the publication and sale of documents and information by the
Regigtry on such terms as he thinks fit.

67. Filing of court orders, declarations

or certificates

@ Where any order or declaration is made or any certificate is granted by the court
under the Ordinance, the person in whose favour such order, declaration or certificate has been
made or granted or, if there is more than one, such one of them as the Registrar may direct, shdl file
acertified copy of the order, declaration or certificate with the Registrar and, if rectification of the
Regigter is required, the specified form.

(20  Where gppropriate, the register shdl be rectified by the Registrar accordingly.

68.  Publication of order of court

Whenever an order is made by the court under the Ordinance for the rectification or
correction of the register, the Registrar may, if he thinks that the order should be made public, cause
it to be published in the officid journa by and at the expense of the person in whose favour the
order has been made, or such one of them, if more than one, asthe Registrar may direct.

69. Sear ch of register
Q The Registrar may permit any person, on request made on the specified form and on
payment of the applicable feg, to -

@ ingpect and make a search in the register of pending applications for
registration and particulars recorded in the register, which include the
particulars specified in sections 32 and 33 (particulars of registered trade
marks and registrable transactions); or

(b) ingpect a notice of opposition, counter-statement or decision in connection
with any oppostion or gpplication for rectification of the register releting to
any particular trade mark.
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3 The Regigtrar shdl supply, on request made on the specified form by any person and
on payment of the prescribed fee, alist of the numbers and the class of al pending applications
made by any person identified in the request or alist of the numbers and the class of registered trade
marks which are owned by aregistered owner identified in the request.

70.  Official search for specified goods or services

(1)  Any person may request the Registrar, by filing the specified form, to cause a search
to be made in respect of specified goods or services classified in any one class of Schedule 3
(classfication of goods and services) to ascertain whether any trade mark is on record at the date of
the search, and whether pending registration or registered, which resembles atrade mark of which a
representation is affixed to the form.

2 The form shall be filed together with 2 duplicates of the representation and the
applicable fee.

3 The Registrar shall cause such a search to be made and the person making the
request to be sent the result thereof.

71. Preliminary advice by Registrar

(s. 70 of Ordinance)

(@) Any person who proposes to apply for the registration of atrade mark may, by filing
the specified form, apply to the Registrar for advice as to whether the trade mark gppears to the
Regisrar prima facie capable of distinguishing goods or services of one undertaking from those of
other undertakings within the meaning of section 3(1) of the Ordinance (meaning of “trade mark”).

2 Separate gpplications under subsection (1) shal be made in respect of goods or
services comprised within different classes as st out in Schedule 3 (classfication of goods and
Services).

3 An application for advice under subsection (1) shal contain arepresentation of the
trade mark to be affixed on the form and be filed together with 2 duplicates of such representation.

4 Where pursuant to section 70 of the Ordinance (power to give preliminary advice,
efc.) the Regidtrar gives notice of objection to the applicant, a notice of withdrawal of an gpplication
for the regigtration of atrade mark which is given under section 43(1) of the Ordinance (withdrawal
or restriction of application) for the purpose of obtaining repayment of any fees paid on the filing of
the application must be given in writing within 3 months from the date of the notice of the Regigtrar's
objection.

72.  Defensivetrade marks

@ An agpplication for the registration of a defensive trade mark under sections 58 of the
Ordinance (defensive trade marks) shdl be filed on the specified form and shall be accompanied by
agatement of case setting forth full particulars of the facts on which the applicant relies in support of
his gpplication, verified by a statutory declaration made by the applicant or some other person
approved for the purpose by the Registrar.

2 The gpplicant shdl file the satutory dedlaration within 9 months of the filing of the
gpplication on the specified form, failing which the Registirar may treet the gpplication as abandoned.

3 The applicant may file with the statutory declaration, or within such time asthe
Regisgtrar may alow, such other evidence as he may desire, whether after request made by the
Regigtrar or otherwise, and the Registrar shal consider the whole of the evidence before deciding on
the application.
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73.  Change of language of proceedings
The Regigirar may, subject to the consent of the parties concerned, give directions relating to
the change of the language of proceedings on such terms as he may direct.

74.  Service of documents

@ Any notice or other document required or permitted by the Ordinance or these
Rulesto be sent to any person or place must be sent by hand or by post.

2 Sending by post shall be deemed to be effected by properly addressing, preparing
and pogting a letter containing the document, and the document shal be deemed to have been
received a the time when the letter, properly addressed and the postage thereon prepaid, would be
delivered in the ordinary course of post.

PART XXI
TRANSITIONAL

75. Pending applicationsfor registration

(para. 10(2) of Sch. 4 of Ordinance)

When an gpplication for regigration of amark made under the old law is advertised in
accordance with section 14 of the repealed Ordinance on or after the date on which Schedule 4 to
the Ordinance (trangitional matters) comes into operation, the period within which notice of
opposition may be filed shdl be 3 months from the dete of advertisement, and such period shall not
be extendible.

76. Form for conversion of pending application

(para. 11(2) of Sh. 4 of Ordinance)

A natice to the Registrar under section 11(1) of Schedule 4 to the Ordinance (transitiona
matters), claming to have the registrability of the mark determined in accordance with the provisons
of the Ordinance, shdl be given in the specified form.
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SCHEDULE 1 [ss. 2(3) & 4]
FEES

[This page intentionaly left blank]



Page 36

SCHEDULE 2 [s. 6]

CLASSIFICATION OF GOODS

(Note: Thiswasthe Classfication in the Third Schedule to the Trade Marks Rules under the Trade
Marks Ordinance (Chapter 43, Laws of Hong Kong, Revised Edition 1950).

Class

1.

2.
3.

10.
11.

12.
13.
14.
15.
16.
17.
18.
19.
20.
21.
22.
23.

24,
25.
26.
27.
28.
29.
30.
31
32.

Goods included in class
Chemica substances used in manufactures, photography, or philosophical research, and
anti-corrosives.
Chemica substances used for agriculturd, horticultura, veterinary, and sanitary purposes.
Chemica substances prepared for use in medicine and pharmecy.
Raw, or partly prepared, vegetable, animal, and mineral substances used in manufactures,
not included in other classes.
Unwrought and partly wrought metals used in manufacture,
Machinery of dl kinds, and parts of machinery, except agriculturd and horticultural machines
and their partsincluded in class 7.
Agriculturd and horticulturd machinery, and parts of such machinery.
Philosophica ingruments, scientific instruments, and apparatus for useful purposes,
ingtruments and apparatus for teaching.
Musicd insruments.
Horologica ingruments.
Instruments, apparatus, and contrivances, not medicated, for surgica or curative purposes,
or in relation to the hedth of men or animals.
Cutlery and edge tools.
Meta goods, not included in other classes.
Goods of precious metds and jewdlery, and imitations of such goods and jewd lery.
Glass.
Porcdain and earthenware.
Manufactures from minera and other substances for building or decoration.
Engineering, architecturd, and building contrivances.
Arms, ammunition, and stores, not included in class 20.
Explosive substances.
Nava architectura contrivances and nava equipments not included in other classes.
Carriages.
@ Cotton yarn.
(b) Sewing cotton.
Cotton piece goods.
Cotton goods not included in other classes.
Linen and hemp yarn and threed.
Linen and hemp piece goods.
Linen and hemp goods not included in other classes.
Jute yarns and tissues, and other articles made of jute, not included in other classes.
Silk, spun, thrown or sewing.
Silk piece goods.
Silk goods not included in other classes.



33.

35.
36.
37.

38.
39.
40.
41.
42.
43.

45.
46.
47.

48,
49.
50.
(1)
(2)
3
(4)
)
(6)
(7)
(8)
9)
(10)

Page 37

Yarns of wool, worsted or hair.

Cloths and stuffs of wool, worsted or hair.

Woollen and worsted and hair goods, not included in other classes.

Carpets, floor-cloth, and oil-cloth.

Leather, skins unwrought and wrought, and articles made of lesther not included in other
classes.

Articles of dothing.

Paper (except paper hangings), stationery, and bookbinding.

Goods manufactured from india-rubber and gutta-percha not included in other classes.
Furniture and upholgtery.

Substances used as food or as ingredients in food.

Fermented liquors and spirits.

Minerd and aerated waters, naturd and artificid, including ginger beer.

Tobacco, whether manufactured or unmanufactured.

Seeds for agricultura and horticultural purposes.

Candles, common soap, detergents; illuminating, heating, or lubricating oils, matches, and
gtarch, blue, and other preparations for laundry purposes.

Perfumery (including toilet articles, preparations for the teeth and hair and perfumed soap).
Games of dl kinds and sporting articles not included in other classes.

Miscellaneous -

Goods manufactured from ivory, bone or wood, not included in other classes.

Goods manufactured from straw or grass, not included in other classes.

Goods manufactured from anima and vegetable substances, not included in other classes.
Tobacco pipes.

Umbrdlas, waking sticks, brushes and combsfor the hair.

Furniture cream, plate powder.

Tarpaulins, tents, rick-cloths, rope (jute or hempy), twine.

Buttons of dl kinds other than of precious metd or imitations thereof.

Packing and hose.

Other goods not included in the foregoing classes.
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SCHEDULE 3 [s. 6]

CLASSIFICATION OF GOODS AND SERVICES
NAMES OF THE CLASSES

PART 1

(Note: Parts of an article or apparatus are, in generd, classified with the actua article or apparatus,
except where such parts condtitute articlesincluded in other classes).

Class

1.

© ©

10.

11.

12.

Goods included in class

Chemicas used in industry, science and photography, as wdll asin agriculture, horticulture
and forestry; unprocessed artificia resins, unprocessed plagtics, manures, fire extinguishing
compositions; tempering and soldering preparations, chemica substances for preserving
foodgtuffs, tanning substances; adhesives used in indudtry.

Paints, varnishes, lacquers, preservatives againg rust and against deterioration of wood;
colourants; mordants; raw natura resins; metasin foil and powder form for painters,
decorators, printers and artists.

Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring
and abrasive preparations, sogps, perfumery, essentid oils, cosmetics, hair lotions,
dentifrices.

Indugtrid oils and greases; lubricants, dust absorbing, wetting and binding compostions;
fuds (induding motor spirit) and illuminants, candles, wicks.

Pharmaceuticd, veterinary and sanitary preparations; dietetic substances adapted for
medica use, food for babies; plasters, materias for dressings, materia for sopping teeth,
dentdl wax; disnfectants; preparations for destroying vermin; fungicides, herbicides.
Common metas and their dloys, meta building materids; trangportable buildings of metd;
materids of metd for railway tracks, non-dectric cables and wires of common metal;
ironmongery, smal items of metd hardware; pipes and tubes of metd; safes; goods of
common metal not included in other classes; ores.

Machines and machine tools, motors and engines (except for land vehicles); machine
coupling and transmission components (except for land vehicles); agricultura implements
(other than hand operated); incubators for eggs.

Hand tools and implements (hand operated); cutlery; Sde arms; razors.

Scientific, nautica, surveying, dectric, photographic, cinematographic, opticd, weighing,
measuring, Sgnaling, checking (supervison), life-saving and teaching apparatus and
ingtruments; gpparatus for recording, transmission or reproduction of sound or images,
magnetic data carriers, recording discs, automeatic vending machines and mechanisms for
coin-operated apparatus, cash registers, calculating machines, data processing equipment
and computers; fire-extinguishing gpparatus.

Surgica, medicd, dentd and veterinary apparatus and ingruments, artificia limbs, eyes and
teeth; orthopedic articles, suture materias.

Apparatus for lighting, heeting, Seam generating, cooking, refrigerating, drying, ventilating,
water supply and sanitary purposes.

Vehicles, gpparatus for locomotion by land, air or water.



13.
14.

15.
16.

17.

18.

19.

20.

21.

22.

23.
24,
25.
26.
27.
28.
29.

30.

31
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Firesrms, ammunition and projectiles; explosives, fireworks.

Precious metd's and their aloys and goods in precious metas or coated therewith, not
included in other classes; jewellery, precious stones; horologica and chronometric
insruments.

Muscd ingruments.

Paper, cardboard and goods made from these materia's, not included in other classes,
printed matter; bookbinding materia; photographs, setionery; adhesves for Sationery or
household purposes; artists materias; paint brushes; typewriters and office requisites
(except furniture); indructional and teaching materia (except gpparatus); plastic materids for
packaging (not included in other classes); playing cards; printers type; printing blocks.
Rubber, gutta-percha, gum, asbestos, mica and goods made from these materias and not
included in other classes; plagtics in extruded form for use in manufacture; packing, stopping
and insulating materids; flexible pipes, not of metd.

Leether and imitations of |eather, and goods made of these materials and not included in
other classes, anima skins, hides; trunks and travelling bags, umbrellas, parasols and
walking gticks, whips, harness and saddlery.

Building materids (non-metalic); non-metdlic rigid pipes for building; asphdt, pitch and
bitumen; non-metdlic trangportable buildings, monuments, not of meta.

Furniture, mirrors, picture frames, goods (not included in other classes) of wood, cork,
reed, cane, wicker, horn, bone, ivory, whaebone, shell, amber, mother-of-pearl,
meerschaum and subgtitutes for al these materias, or of plastics.

Household or kitchen utensils and containers (not of precious metal or coated therewith);
combs and sponges; brushes (except paint brushes); brush-making materials, articles for
cleaning purposes, stedlwool; un-worked or semi-worked glass (except glassused in
building); glassware, porcelain and earthenware not included in other classes.

Ropes, dring, nets, tents, avnings, tarpaulins, sails, sacks and bags (not included in other
clases); padding and stuffing materias (except of rubber or plastics); raw fibrous textile
meaterias.

Yarns and threads, for textile use.

Textiles and textile goods, not included in other classes; bed and table covers.

Clothing, footware, headgear.

Lace and embroidery, ribbons and braid; buttons, hooks and eyes, pins and needles;
atificad flowers

Carpets, rugs, mats and matting, linoleum and other materias for covering exiging floors;
wadl hangings (non-textile).

Games and playthings, gymnastic and sporting articles not included in other classes;
decorations for Christmas trees.

Mest, fish, poultry and game; meat extract; preserved, dried and cooked fruits and
vegetables, jelies, jams, fruit sauces, eggs, milk and milk products; edible oils and fats.
Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; flour and preparations made
from cereals, bread, pastry and confectionery, ices, honey, treacle; yeast, baking-powder;
sdt, mustard; vinegar, sauces (condiments); spices; ice.

Agriculturd, horticultural and forestry products and grains not included in other classes,
living animalss, fresh fruits and vegetables; seeds, naturd plants and flowers, foodstuffs for
animals, malt.
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33.

35.
36.
37.
38.
39.
40.
41.
42.
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Beers, minerd and aerated waters and other non-acohoalic drinks; fruit drinks and fruit
juices, syrups and other preparations for making beverages.
Alcoholic beverages (except beers).

Tobacco; smokers articles; matches.

PART 2
Sarvicesincluded in class

Advertisng; business management; business adminigration; office functions.

Insurance; financid affairs, monetary affars, red edate affairs.

Building congtruction; repair; ingtalation services.

Tdecommunications.

Transport; packaging and storage of goods; travel arrangement.

Treatment of materias.

Educetion; providing of training; entertainment; sporting and cultura activities.

Providing of food and drink; temporary accommodation; medical, hygienic and beauty care;
veterinary and agricultura services, legd services, stientific and industrid research;
computer programming; services that cannot be placed in other classes.



